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DETAILED ACTION 

1 . The applicant's amendment filed on 9/15/08 has been entered into the 
application. 

Allowable Subject Matter 

2. The indicated allowability of claims 2-5, 27, 28, 31 32, 34 and 35 is withdrawn in 
view of the newly discovered reference(s) to Yoon. Rejections based on the newly cited 
reference(s) follow. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

4. Claim 33 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The limitation of "disposing two thickness of body 
tissue substantially parallel to one another to define an intermediate plane and two 
opposing outside surfaces substantially parallel to said intermediate plane" is not 
supported by the original written description and raises the issue of new matter. 
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5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claim 30 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 30 recites the limitation of "the clamping (step)". However, there is no 
antecedent basis for this limitation in claim 29. Therefore, claim 30 is rendered vague 
and indefinite. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1, 2, 4, 5, 1 1 , 12, 26-35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 5,620,452 to Yoon. 

Yoon discloses a medical method comprising: providing a clip having two 
substantially parallel arms 16,18 (Fig. 12) each having a respective piercing portion 50 
and a bridge 14 coupling the two arms; folding body tissue to form a folded portion and 
advancing the clip over the folded portion (Fig. 14); bending the arms toward each other 
(along with the piercing portions) such that the piercing portions pierce completely 
through the folded body tissue (Fig. 14); wherein the two arms remain substantially 
parallel throughout the bending step (Fig. 14); wherein a clip applier is used to deliver 
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the clip (col. 2, II. 4-15); wherein the folded body tissue is being interpreted as 
comprising two separate tissues separated by a gap; wherein the piercing portions are 
releasably coupled to the arms. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
5,620,452 to Yoon and in view of US 5,156,609 to Nakao et al. 

Yoon discloses all the limitations of the claims except for the piercing portions of 
the arms contacting each other. Instead, Yoon discloses the piercing portions 
contacting the opposite arm. However, Nakao discloses another securing means, 
wherein a piercing portion from one arm contacts the other piercing portion from the 
opposite arm (Figs. 9-10). Therefore, since the securing means of both Yoon and 
Nakao are art-recognized equivalents at the time the invention was, one of ordinary skill 
in the art would have found it obvious to substitute the means disclosed by Yoon for the 
means disclosed by Nakao. Furthermore, it has been held that substituting one known 
element for another will be obvious to one of ordinary skill in the art since it either 
element will yield predictable results. KSR Int'l Co. v. Teleflex Inc., 127 S.Ct. 1727, 
1742, 82 USPQ2d 1385, 1396 (2007). 

1 3. Claims 7-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over US 
5,620,452 to Yoon and in view of US 5,403,326 to Harrison et al. 

Yoon discloses all the limitations of the claims except for the step of manipulating 
the tissue to form a fold using a grasping instrument or with the tissue being the fundus 
of the stomach. However, it is known in the art to use a grasper to manipulate tissue 
and to apply clips to the fundus of the stomach. For instance, Harrison discloses that a 
surgical method of applying clips to a body tissue, wherein the body tissue can be the 
fundus, and wherein the tissue is manipulated by a grasper 72 to compress the tissues 
together (Fig. 8C); wherein the method is performed by a single instrument. Therefore, 
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one of ordinary skill in the art would have found it obvious to modify the methodology 
and device of Yoon to include the steps and structures of the device of Harrison 
because it would allow a practitioner to manipulate a folded tissue and provide a clip to 
the folded tissue with a single instrument. 

Response to Arguments 
14. Applicant's arguments with respect to claims 1 , 7-1 2, 26, 29, 30, 33 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darwin P. Erezo whose telephone number is (571)272- 
4695. The examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Darwin P. Erezo/ 

Primary Examiner, Art Unit 3773 



